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1 )^ Responsive to communication(s) filed on 26 March 2009 . 
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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 1-11, 18-29, 36-45, 49-60 are rejected under 35 U.S.C. 101 based on Supreme 

Court precedent and recent Federal Circuit decisions, a 35 U.S.C § 101 process must (1) be tied 
to a particular machine or (2) transform underlying subject matter (such as an article or 
materials) to a different state or thing. In re Bilski et al, 88 USPQ 2d 1385 CAFC (2008); 
Diamond V. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk V. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

An example of a method claim that would nonqualify as a statutory process would be a 
claim that recited purely mental steps. Thus, to qualify as a § 101 statutory process, the claim 
should positively recite the particular machine to which it is tied, for example by identifying the 
apparatus that accomplishes the method steps, or positively recite the subject matter that is being 
transformed, for example by identifying the material that is being changed to a different state. 

Here, applicant's method steps are not tied to a particular machine and do not perform a 
transformation. Thus, the claims are non-statutory. 

The mere recitation of the machine in the preamble with an absence of a machine in the 
body of the claim fails to make the claim statutory under 35 USC 101 . Note the Board of Patent 
Appeals Informative Opinion Ex parte Langemyer et al. 
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1 . Applicant's election without traverse of Group I in the reply filed on 3/26/09 is 
acknowledged. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

(e) the invention was described in (1) an application lor patent, published tmder section 122(b), by another filed 
in the United States before the invention by the applicant Ibr patent or (2) a patent granted on an application for 
patent by another filed in the United States belbre the in\ eniion by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1, 4-6, 8-11, 18, 21-23, 25-29, 36, 39-45, 49, 52-54, 56-60, 67, 70-75, 78-86 
rejected under 35 U.S.C. 102(e) as being anticipated by Levy(2003/0053656). 

4. As per claims 1, 18, 49, 67, Levy discloses an optical data storage medium[0017], 
comprising: optically-readable material suitable for storing data therein(i.e. optical data storage 
medium can store images, video audio and/or data)[0017]; and stored within said optically- 
readable material, instructional data for an optical media content protection scheme(i.e. 
watermark)[0026], said instructional data being configured to cause logic associated with an 
optical media receiving device to operatively perform in accordance with said optical media 
content protection scheme when programmed using said instructional data and accessing 
associated content data stored on said optical data storage medium[0033, 0051]. 

5. As per claims 4, 2 1 , 39, 52, 70, 78, Levy discloses at least one type of additional data 
stored within said optically-readable material, said type of additional data being selected fi-om a 
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group of additional data comprising substantially unique identifier data associated with said 
optical data storage medium[0041]. 

6. As per claims 5, 22, 40, 53, 71, 79, Levy discloses at least one optically-detectable 
authentication feature (i.e. watermark)[0029, 0031]. 

7. As per claims 6, 23, 42, 54, 80, Levy discloses wherein said optically-detectable 
authentication feature includes a plurality of optically-detectable authentication features forming 
a substantially unique pattem(i.e. pit pattern) using at least one optically detectable 
material[0026, 0045]. 

8. As per claims 8, 25, 41, 43, 56, 81, Levy discloses wherein said plurality of optically- 
detectable authentication features form an optically-detectable certificate of authentication 
(COA)(i.e. resulting hash based on the visual pattern) [0041]. 

9. As per claims 9, 26, 44, 57, 72, Levy discloses COA information data stored within said 
optically-readable material[004 1 ] . 

10. As per claims 10, 27-28, 45, 58-59, 73-74, 83, Levy discloses COA related signature 
data[0041]. 

11. As per claims 1 1 , 29, 60, Levy discloses at least one top surface material and wherein at 
least one of the following occurs: said at least one optically-detectable authentication feature is 
formed on said top surface material[0034-0035]. 

12. As per claim 36, Levy discloses an apparatus comprising: a data storage device 
configurable to write data to an optical data storage medium[0017, 0033]; and logic operatively 
coupled to said configured to said data storage device and configured to cause said data storage 
device to record instructional data for an optical media content protection scheme within said 
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optical data storage medium, said instructional data being configured to cause logic associated 
with an optical media receiving device to operate in accordance with said optical media content 
protection scheme when programmed using said instructional data and accessing associated 
content on said an optical data storage medium[0026, 0031, 0055]. 

13. As per claim 75, Levy discloses an apparatus comprising: non-volatile memory; an 
interface mechanism suitable for receiving a removable optical data storage medium[0017, 
0033], accessing instructional data associated with an optical media content protection scheme 
from said optical data storage medium, and outputting said accessed instructional data; logic 
operatively coupled to said interface mechanism and said non-volatile memory and configured to 
receive said accessed instructional data and in response thereto update a current optical media 
content protection scheme stored in said non- volatile memory and thereafter while accessing 
associated content data stored on said optical data storage medium operatively adhere to said 
updated current optical media content protection scheme[0026, 0033, 0051]. 

14. As per claim 82, Levy discloses wherein said interface mechanism is further configured 
to access COA information data stored within said optical data storage medium and provide said 
COA information data to said logic[0041]. 

15. As per claim 84, Levy discloses wherein said logic is further configured to verify said 
COA information data, and is configured to update said current optical media content protection 
scheme stored in said non-volatile memory once said COA information data has been verified 
[0033, 0041]. 

16. As per claim 85, Levy discloses wherein said interface mechanism is further configured 
to access license information data stored within said optical data storage medium and provide 
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said license information data to said logic, and wherein said logic is configured to verify said 
license information data to determine if content data stored on said optical data storage medium 
can be accessed [0032, 0044. 

17. As per claim 86, Levy discloses wherein said logic maintains license usage information 
within said non- volatile memory [0032]. 

Claim Rejections - 35 USC § 103 

18. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

19. Claims 2-3, 19-20, 37-38, 50-51, 68-69, 76-77 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Levy(2003/0053656) in view of Fontijn et al(2005/0246777). 

20. As per claims 2, 19, 37, 50, 68, 76, Levy is silent on wherein said optical media content 
protection scheme includes a digital rights management (DRM) protection scheme. Fontijn et al. 
discloses wherein said optical media content protection scheme includes a digital rights 
management (DRM) protection scheme [0003, 0045]. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to include a optical media content protection 
scheme includes a digital rights management(DRJV[) protection scheme of Fontijn with Levy, the 
motivation is that when the user data is read from the optical media the usage restrictions defined 
in the DRM will be read, and the usage rights will indicate if the user is allowed to make copies 
of the content, thus DRM is a copy protection scheme that protect unauthorized usage of 
software[0045 of Levy]. 
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21. Same Motivation as above. As per claims 3, 20, 38, 51, 69, 77, Levy discloses wherein 
said includes at least one marking scheme includes a data-implemented water marking 
scheme[0026]. Levy is silent on a DRM protection scheme. Fontijn discloses a DRM protection 
scheme[0003, 0045]. 

22. Claims 7, 24, 55 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Levy(2003/0053656) in view of Yamasaki et al(20040141456). 

23. As per claims 7, 24, 55, Levy is silent on wherein said optically detectable material 
includes at least one material selected from a group of optically detectable materials comprising 
an opaque material, a partially opaque material, a polymer-based material, and an epoxy-based 
material. Yamasaki discloses wherein said optically detectable material includes at least one 
material selected from a group of optically detectable materials comprising a polymer-based 
material[0023, 0033-0034]. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to include polymer-based material of Yamasaki with Levy, the motivation 
is that optical recording medium includes as a light transmitting protective film above the optical 
recording layer a polymer sheet produced by melt casting and an adhesive layer for bonding the 
polymer sheet to the optical recording layer to enable recording[0030 of Yamasaki]. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JENISE E. JACKSON whose telephone number is (571)272- 
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3791 . The examiner can normally be reached on Increased Flex time, but generally in the office 
M-Fri(8-4:30).. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edan Orgad can be reached on (571) 272-7884. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Christian LaForgia/ 

Primary Examiner, Art Unit 2439 

July 15, 2009 
/J. E. J./ 

Examiner, Art Unit 2439 



